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compounds based on the various R groups would be a burden on the office". The Examiner then 
stated that the "requirement is still deemed proper and is therefore made final". 

The Examiner further went on to contend that the "claims will be rejoined and 
examined in view of the election of species." The Examiner acknowledged that the Applicants 
had elected a species as shown on page 3 of the afore-mentioned response wherein R 4 is 
-R 9 -O-R 10 -R n , R 5 is halo-substituted aryl and R 1 " 3 is -OH. The Examiner further noted that this 
"species for search purposes will be expanded to read on this compound broadly without 
substitutions." The Examiner finally noted that if this species is not found (presumably in the 
search), the search will be expanded to the next species wherein R 4 will be changed starting with 
the first moiety (presumably for R 4 ) listed. 

It is noted that the Examiner further stated (see the section of the Office Action 
relating to the rejection under 35 U.S.C. 102(b), as discussed in more detail below) that Claims 
3-5 were withdrawn from consideration as being directed to non-elected subject matter. 

For the following reasons, Applicants respectfully submit that this statement is 
inconsistent with the Examiner's previous acknowledgement of Applicants* election of species 
and therefore respectfully request that the finality of the restriction requirement be withdrawn, 
especially with respect to the Examiner's withdrawal of Claims 3-5 from consideration as being 
directed to non-elected subject matter. A Petition is also filed herewith to request withdrawal of 
the finality of the restriction requirement. 

Claims 1-17 of the instant application are directed to compounds of the following 
formula (II), pharmaceutical compositions containing such compounds, and methods of using 
such compounds: 




wherein: 

each R 1 , R 2 and R 3 are independently halo, -OR 6 , -SR 6 , -S(0) t R 7 (where t is 1 or 2) or -N(R 7 )R 8 ; 
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or R 1 and R 2 together with the carbons to which they are attached form a monocyclic 
heterocyclic structure selected from the following: 
O O O O O o 

ixixl X 

\?> W S V/ NH ' \?> S \ F^dHN NH; 

V-^c V^>c K~> 

or R 1 and R 2 together with the carbons to which they are attached form the following bicyclic 
heterocyclic structure: 

jCH 2 ) q 




o o 

(where q is 0 to 3, p is 1 to 4 and each R 15 is hydrogen, alkyl, aralkyl or aryl); 
each R 4 is ~R 9 -R 12 , -R 9 -R 13 -R n , -R 9 -O-R 10 -R u , -R 9 -0-R 12 , -R 9 -C(O)-R 10 -R u , -R 9 -N(R 7 )-R ,0 -R^ 

-R 9 -S(O) t -R 10 -R 1! (where t is 0 to 2), or -R 9 -C(F) 2 -R 9 .R 1 1 ; 
each R 5 is aryl (optionally substituted by one or more substituents selected from the group 

consisting of alkyl, alkoxy, halo, haloalkyl and haloalkoxy) or aralkyl (optionally 

substituted by one or more substituents selected from the group consisting of alkyl, 

alkoxy, halo, haloalkyl and haloalkoxy); 
each R 6 is independently hydrogen, alkyl, aryl, aralkyl, -C(0)R 7 , -C(S)R 7 , -C(0)OR 14 , 

-C(S)OR H , -C(0)N(R 7 )R 8 , or -C(S)N(R 7 )R 8 ; 
each R 7 is independently hydrogen, alkyl, cycloalkyl, aryl, or aralkyl; 

R 8 is independently hydrogen, alkyl, aryl, aralkyl, -C(0)R 7 , -C(0)OR 14 , or cycloalkyl (optionally 
substituted with one more substituents selected from the group consisting of alkyl, 
-N(R 7 ) 2 , and -C(0)OR 7 ); 

each R 9 is independently a direct bond or a straight or branched alkylene chain; 

each R 10 is independently a straight or branched alkylene chain, a straight or branched 
alkenylene chain, a straight or branched alkynylene chain or a cycloalkylene; 

each R 11 is independently -C(0)OR 7 , -C(0)N(R 7 ) 2 , -P(0)(OR 7 ) 2 , -S(0) 2 OR 7 , -S(0) 2 N(H)R 7 or 
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tetrazole; 

R 12 is aryl (substituted by -C(0)OR 7 or -C(0)N(R 7 ) 2 and optionally by one or more substituents 
selected from the group consisting of alkyl, alkoxy, halo, haloalkyl and haloalkoxy) or 
aralkyl (substituted by -C(0)OR 7 or -C(0)N(R 7 ) 2 and optionally by one or more 
substituents selected from the group consisting of alkyl, alkoxy, halo, haloalkyl and 
haloalkoxy); 

R 13 is a branched alkyl ene chain, a straight or branched alkenylene chain or a cycloalkylene; and 
R 14 is alkyl, aryl or aralkyl; 

as a single stereoisomer, a mixture of stereoisomers, a racemic mixture of stereoisomers; or as a 
cyclodextrin clathrate thereof, or as a pharmaceutical^ acceptable salt thereof. 

In the Response to the Restriction Requirement, filed September 27, 2004, 
Applicants elected the following species for consideration: 

HO OH 




C(0)OH 



F 



This compound is a compound of formula (II) as set forth in Claim 1. It is 
prepared as described in Example 3 and specifically claimed in Claim 5 as 
(5S,6tf ,7£,9£, 1 3£, 1 55)- 1 6-(4-fluorophenoxy)-5,6, 1 5-trihydroxy-3-oxahexadeca-7,9, 1 3 -trien- 1 1 - 
ynoic acid. 

This compound reads on Claims 1, 2, 3, 4 and 5. Specifically, this compound is a 
compound of formula (II) where: 

R 1 , R 2 and R 3 are each -OR 6 (where each R 6 is hydrogen); 
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R 4 is -R 9 -O-R 10 -R u (where R 9 is a direct bond, R 10 is methylene and R 11 is 
-C(0)OR 7 (where R 7 is hydrogen)); and 

R 5 is aryl substituted by halo (specifically, 4-fluorophenyl). 
These choices for R\ R 2 , R 3 , R 4 , R 5 , R 6 , R 7 , R 9 , R 10 and R 11 are all covered by the choices for the 
same groups in Claims 3, 4 and 5. In fact, Claim 5 specifically discloses the elected species and 
Claims 3 and 4 only cover those compounds wherein R 4 is -R 9 -O-R l0 -R n . Although Claims 3, 4 
and 5 do cover other species of the invention than the elected species, they also cover elected 
subject matter. Thus, Claims 3, 4 and 5 should not be withdrawn from consideration but should 
be examined as the Examiner proposed. 

In addition to the above inconsistencies with respect to the elected species and the 
withdrawn claims, Applicants respectfully submit that the Examiner has not fully considered 
Applicant's arguments with respect to traversing the original restriction requirement. Applicants 
did not argue that the restriction requirement was improper between the groups of compounds 
covered by Group I, but instead Applicants argued that the restriction requirement was 
improper between Group I and Group II or between Group I and Group III. The reasons 
given by the Examiner in the instant Office Action would lead one to think that the original 
restriction requirement was between the various groups of compounds encompassed by 
formula (II). Such was not the case. In fact, the Examiner grouped all of the compounds of 
formula (II) into one group, i.e., Group I. To state that the original restriction requirement is 
proper because the compounds in one of the Groups in the original restriction requirement 
can be classified in different classifications does not address Applicants' arguments with respect 
to whether or not Group I is in a separate classification than Group II or whether or not Group I 
is in a separate classification than Group HI, as required under § 808.02 of the Manual of Patent 
Examining Procedures. 

Furthermore, if the Examiner requires a restriction among the various compounds 
covered by Claim 1, than the Examiner should impose such a restriction requirement so that 
Applicants can make a proper determination as to the propriety of that restriction requirement in 
light of the elected species. 
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Accordingly, Applicants request herein and in the accompanying Petition that the 



finality of the restriction requirement be withdrawn and that the Examiner reconsider Applicants 1 
previous arguments with respect to the original restriction requirement. In addition, Applicants 
specifically request that Claims 3, 4 and 5 be considered by the Examiner in view of the fact that 
these claims specifically cover the elected species. 

Rejection of Claims 1-2 and 6-17 under 35 U.S.C. 102(b) 

The Examiner rejected Claims 1-2 and 6-17 under 35 U.S.C. 102(b) as being 
clearly anticipated by U.S. Patent No. 6,316,648 ("Serhan"). In particular, the Examiner 
contends that Serhan teaches the claimed compounds wherein R 4 is -R 9 -R 13 -R n , R 5 is aryl and 
R 1 " 3 is -OH. 



where, inter alia, R 1 , R 2 and R 3 can all by hydroxy, R 5 can be optionally substituted aryl (i.e., 
phenyl), and R 4 can be -R 9 -R 13 -R u . R 9 is defined as direct bond or a straight or branched 
alkylene chain, R 13 is defined as a branched alkylene chain, a straight or branched alkenylene 
chain or a cycloalkylene and R n is defined as -C(0)OR 7 or -C(0)N(R 7 ) 2 (where R 7 can be 
hydrogen, alkyl, aryl or aralkyl. 

The structurally-closest generic formula disclosed in Serhan is formula (VI) (see 
column 20, lines 1-10): 



Applicants traverse this rejection for the following reasons: 



First, Serhan does not teach compounds of formula (II) where R 4 is -R 9 -R l3 -R n . 



As noted above, the compounds of formula (II) have the following formula: 

R 1 R 2 





OH 
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where R a can be hydrogen or alkyl and R b can be one of the following: 

/• 

— CH 2 0-Y V-Zn 

— CH 2 Q— ^ ^— OCH 3 

where Zjj and Z w can be halogen, methyl, hydrogen and hydroxyl and Zm can be -N0 2 , -CN, 
-C(0)-Ri, hydrogen and -S(0)3H (Ri can be hydrogen, alkyl, cycloalkyl, aralkyl or substituted 
phenyl). 

The difference between the compounds disclosed in Serhan and the compounds of 
the instant invention when R 4 is -R 9 -R 13 -R n is that R 13 can not be an unbranched alkylene 
chain. In other words, R 13 has to be a branched alkylene chain. The corresponding part of the 
compounds of formula (VI) is an unbranched alkylene. Thus, the compounds of formula (VI), as 
disclosed in Serhan, do not anticipate the compounds of the invention. 

Second, the generic formula disclosed in Serhan (see columns 9-12) does not 
encompass the compounds of instant application because R 5 in this generic formula can not be a 
-CH 2 -0-phenyl group (in order to correspond to the -CH 2 -0-R 5 part of the compound of the 
instant application). This is because Rb (as in "-RaQaRb" in the definition of R 5 ) is not defined in 
Serhan as being an optionally substituted aryl . 

Thus, the disclosure of Serhan does not anticipate the compounds of the instant 
invention and specifically does not cover compounds of the instant invention wherein R 4 in 
formula (I) is -R 9 -R 13 -R u . 

Third, with respect to the elected species wherein R 4 is -R 9 -O-R 10 -R n , Applicants 
respectfully submit that Serhan does not disclose any compounds with this side chain. This 
substituent requires that an oxygen atom is either directly attached to the carbon to which R 4 is 
attached or is attached to a carbon in the R 9 chain (which is attached to the carbon to which R 4 is 
attached) and also requires that the oxygen atom be attached to the R 10 group. In other words, in 
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its simplest form, this substituent can result in R 4 being -OCH 2 C(0)OH or -CH 2 -OCH 2 C(0)OH: 
None of the formulae disclosed Serhan allow for such a side chain. Thus, the disclosure of 
Serhan does not anticipate the compounds of the invention where R 4 is -R 9 -O-R I0 -R n . 

In conclusion, Applicants respectfully submit that Claims 1-17 are patentable 
under 35 U.S.C. 102(b) in view of the teachings of Serhan and respectfully request the 
withdrawal of this rejection with respect to these claims. Favorable consideration of the pending 
claims in view of the foregoing remarks and an early Notice of Allowance are earnestly solicited. 

The Director is authorized to charge any additional fees due by way of this 
Amendment, or credit any overpayment, to our Deposit Account No. 19-1090. 

Respectfully submitted, 

SEED Intellectual Property Law Group pllc 



Carol J. Roth 
Registration No. 32,783 

CJRxw 

Enclosure: Duplicate originals of Petition to Request Withdrawal of Finality of Restriction 
Requirement 

701 Fifth Avenue, Suite 6300 
Seattle, Washington 98104-7092 
Phone: (206)622-4900 
Fax: (206)682-6031 
545060 
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